
Virtuoso Legal.

Case Highlights.

Virtuoso Legal.



            © Virtuoso Legal                            0113 237 9900                       ask@virtuosolegal.com          





Virtuoso Legal  are true intel lectual  property special ists who
offer  a  comprehensive depth and scope of  IP services.

A jewel  in  the crown of  Virtuoso Legal 's  offer ing is  our IP
l i t igat ion capabil i ty  -  proven by a history of  important
results for  our cl ients.

Within this  guide,  we present a number of  these success
stories for  your consideration.

Our Success is your Success
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Link Up Mitaka Ltd (t/a
Thebigword) v Language
Empire Ltd & Anor.

Landmark IPEC costs
award in trade mark
infringement case
against cybersquatter 



An internat ional  l inguist ic services company found a th i rd-party
websi te using i ts brand sel l ing services.  The team at Vir tuoso Legal
invest igated, f inding a compet ing company had set i t  up and had been
siphoning business through the si te.  This was a cybersquatt ing and
trade mark infr ingement case, resul t ing in a record cost and damages
award.
 
Link Up Mitaka Ltd (t /a Thebigword) v Language Empire Ltd &
Anor.

Maintaining a presence online is important to any contemporary
business. For those who operate predominantly online this is
especial ly important.  Large scale companies can often f ind that
bad actors wil l  uti l ize their brand (whether onsite,  or within the
domain name, for example) in order to divert trade and enquiries.
This is a phenomenon known commonly as “cybersquatting”.

Virtuoso Legal’s cl ient,  Link Up Mitaka Ltd. (trading as
“thebigword”) is a Leeds-based translation and transcription
business with a global reach. thebigword successfully brought a
claim against Rochdale-based competitor,  Language Empire
Limited (“Language Empire”),  and company director Yasar Zaman
for use of i ts registered trade marks for “thebigword” on a series
of web domains and passing off  in relation to online activity dating
back to 2010.

In this case, the Virtuoso Legal team achieved a record-breaking
award of damages, in excess of £140,000 (more than double the
amount sought) against Language Empire.  For the f irst t ime in the
history of the Intel lectual Property Enterprise Court (“IPEC”),
successfully obtained a costs award of £98,000, which was close
to four t imes the usual cost cap of £25,000 due to the Defendants’
unreasonable conduct.

Landmark IPEC costs award in
trade mark infringement case
against cybersquatter 
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Whether the Defendants (or agents of)  made any sales of
t ranslat ion and/or interpretat ions as a resul t  of  enquir ies made from
potent ia l  customers who had vis i ted the websi tes;
I f  so,  the reasonable royal ty that  would have been payable on those
sales was a wi l l ing l icensor in the posi t ion of  the thebigword and
wi l l ing l icensee in the posi t ion of  Language Empire;
Whether thebigword was ent i t led to an award of  damages in respect
to the Defendants’  unfair  prof i ts – and i f  so an assessment of  those
damages.

BACKGROUND
Upon receipt  of  the pre-act ion correspondence from Vir tuoso Legal ,  the
Defendants (Language Empire) fa i led to reply.  The of fending websi tes
were taken down short ly af ter  th is let ter  was received. However,  taking
down the of fending websi tes was not enough, there was st i l l  the
quest ion of  the damage caused by Language Empire.  

The Vir tuoso Legal  team prepared and served Part iculars of  Claim in
March 2017, which al leged that the Defendants’  creat ion and
maintenance of  the websi tes had del iberately infr inged thebigword’s
trade marks and as such passed of f  the websi tes as belonging to the
Claimant – in order to divert  prospect ive customers f rom the Claimant
to the Defendant.  thebigword successful ly obtained judgment on
infr ingement and elected for an inquiry as to damages in the matter
and served points of  c la im.

THE ISSUES BROUGHT TO THIS INQUIRY WERE

1.

2.

3.

Landmark IPEC costs award in
trade mark infringement case
against cybersquatter 
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THE DAMAGES DECISION
Her Honour Judge Clarke found against  the Defendants;  and in doing
so sought to ident i fy the “sum of money which wi l l  put  h im ( the
Claimant)  in the same posi t ion he would have been i f  he had not
sustained the wrong.”

Judge Clarke noted from thebigword’s evidence that there was a 50%
increase in websi te t raf f ic  on thebigword’s own websi te af ter  the
infr inging websi tes had been taken down. I t  was noted that a
signi f icant proport ion of  t raf f ic  would have made an enquiry on the
websi te,  of  which some 75% would have been converted into sales.
In total ,  Judge Clarke awarded damages of  £142,044 – including an
upl i f t  of  33% as a resul t  of  an undervaluat ion of  the value of  lost  sales
to thebigword as a consequence of  the infr inging websi tes.

Her Honour Judge Clarke then ruled on the costs and whether or not to
l i f t  the usual  cap of  £25,000. In th is case, the instances the judge
stated that the Defendants had indulged in “dishonesty and
obfuscatory” that  were so numerous that she chose to use her general
discret ion and broad powers in relat ion to costs provided to her by
CPR 44. As such, she ordered that the Defendants pay to thebigword
the sum of £98,260 plus interest  of  £1446.98.

RECORD BREAKING COSTS
This was a rare case – the facts of  the case, part icular ly in relat ion to
the Defendants’  conduct,  was fair ly unique. Indeed, a number of
c la imants have sought to invoke this rul ing,  but fa i led to achieve the
same resul t .  For more in depth informat ion relat ing to HHJ Clarke’s
decis ion on costs,  read the costs judgment here.

THE JUDGE WARNED OTHER LITIGANTS BY STATING:
“Li t igants in IPEC must understand that conduct which amounts to an
abuse of  the processes of  the court  wi l l  cause them to lose the benef i t
of  the protect ion that the Scale Costs Scheme gives them.” 

Landmark IPEC costs award in
trade mark infringement case
against cybersquatter 
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https://www.bailii.org/ew/cases/EWHC/IPEC/2018/2728.html


LANGUAGE EMPIRE’S FAILED APPEAL
In 2018, Language Empire and Yasar Zaman sought to appeal  HHJ
Clarke’s decis ion on the basis that  Judge Clarke had: “erred in law in
f inding that the Defendants had abused the Court ’s process”.  However,
th is was refused permission by the Court  of  Appeal .  In part icular,  the
Right Honourable Lord Just ice Floyd, s i t t ing in the Court  of  Appeal ,
had refused Language Empire’s appeal  on both grounds. In part icular:
 
Ground 1 – " the judge correct ly directed hersel f  as to the ingredients
of an abuse of  process and made proper ly reasoned conclusions as to
why the appl icants’  conduct had been one. She made f indings in the
course of  her main judgment that ,  qui te apart  f rom giv ing dishonest
evidence, Mr Zaman had gone to extreme lengths to hide the extent of
the infr ingement.  This court  would have no basis for  interfer ing wi th
the judge’s factual  conclusions and therefore wi th her conclusion on
costs . "
 
Ground 2 – "This is an at tempt to ask th is court  to re-evaluate the
evidence heard by the judge without the benef i t  of  hear ing the
witnesses. The judge was faced with the di f f icul t  task of  at tempt ing to
assess damages in the face of  the del iberate obfuscat ion of  the
appl icants.  I t  is  inevi table that  she wi l l  have done so l iberal ly and by
making use of  inferences open to her on the evidence."
 
As a resul t ,  “ the appeal  would not have a real  prospect of  success and
there is no compel l ing reason for the court  to hear i t . ”
 
CONCLUSION
Ultimately,  the judgments represented another landmark success
for Virtuoso Legal’s l i t igation team – who having guided
thebigword through an incredibly challenging l i t igation, secured
their cl ient a ground-breaking result .

Landmark IPEC costs award in
trade mark infringement case
against cybersquatter 
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"We are trusted around the
world and the integrity of our
brand remains intact. We are,
of course, deeply
disappointed and concerned
at the impact that this
potentially had on our
business and the reputation of
our industry.”

- Larry Gould, Chairman,
thebigword



"In the face of highly uncooperative
defendants, missing and/or obfuscated
evidence, the team had to strategise in a
way that maximised the chances of a
substantial damages award while
minimising risk of being left with a
nominal damages award and a large bill of
costs to the client. The team did
extremely successfully, setting
precedent in the IPEC not only in relation
to the damages achieved by the Claimant,
but also in relation to the costs they were
entitled to over and above the usual caps.
It can only be described as a great result
for our client.”

Elizabeth Ward 
- Founder and Principal Solicitor of Virtuoso Legal



Argos Limited v Argos Systems
Inc.

“Argos”, Supreme
Court Trade Mark
Infringement Defence



A complex case involv ing t rade mark use, Google AdSense advert is ing
and the domain name "argos.com".  Vir tuoso Legal 's c l ient  Argos
Systems (USA) received a High Court  c la im from retai ler  Argos (UK)
relat ing to the domain and associated issues. The claim was defended
by Vir tuoso Legal ,  through the High Court ,  Court  of  Appeal  and the
Supreme Court .

Argos Limited v Argos Systems Inc.

Prior to the “digital  age”, retai lers would outbid one another for
prestigious units on the High Street;  those with the largest stores
in the location with the greatest footfal l  usually succeeded. These
days, customers prefer to purchase online rather than in-store. At
present,  the key digital  “real estate” are domain names.

In around 2008, recognising the changing t imes, Argos Limited
(“Argos UK”),  one of the largest retai lers on the UK High Street,
poured huge investments into its online sales platform
argos.co.uk. However,  Argos UK did not own the domain name at
argos.com. I t  was owned by a US-based software company, Argos
Systems Inc (“Argos US”).  This was a problem for Argos UK, as
.com domain names usually attracted more footfal l  than a ".co.uk"
domain names and, more importantly,  UK customers often typed
"argos.com" into the URL assuming that i t  would take them to
Argos UK’s website.  

Most businesses who want to acquire any asset seek to negotiate
with the owner to agree on a purchase price. Instead, Argos UK
decided to use the “carrot and stick” approach and pressure Argos
US into favourable negotiations by dragging them into High Court
proceedings in the UK on the basis of trade mark infringement and
passing off ,  with the ult imate remedy sought being the transfer of
the argos.com domain name to Argos UK.

“Argos”, Supreme Court Trade
Mark Infringement Defence
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http://www2.argos.com/


During the cross-examination at tr ial ,  i t  became clear that one of
Argos UK’s main concerns was that consumers, who were looking
for Argos UK’s website by mistakenly believing that i t  would be at
argos.com, would then see Google AdSense adverts for Argos UK’s
competitors,  such as John Lewis.

With the help of Virtuoso Legal,  Argos US was able to successfully
defend against Argos UK’s “carrot and stick” approach, at the
High Court,  the Court of Appeal and Supreme Court.

TRADE MARK INFRINGEMENT & PASSING OFF
The key issue for Argos UK was that i t  was using i ts European trade
marks ( for  the brand “ARGOS”) to br ing an act ion against  Argos US,
who only operated in the United States and had no customers in
Europe. As such, Argos UK had to overcome the hurdle of  proving that
Argos US’s act ions amounted to “ target ing” customers in the UK. In
short ,  the High Court  re jected Argos UK’s arguments and found that
Argos US had not targeted European customers,  a l though this element
was later overturned at  the Court  of  Appeal .

Al though Argos UK had claimed that Argos US was of fer ing
“advert is ing services”,  th is c la im was rejected. As such, Argos UK was
required to prove that Argos US’s use of  the ident ical  brand for
dissimi lar  services was “wi thout due cause” and took “unfair  advantage
of,  or  is detr imental  to,  the dist inct ive character or the repute of  Argos
UK’s t rade mark”.  Ul t imately,  both the High Court  and Court  of  Appeal
refused Argos UK’s c la ims in th is respect,  mainly because they
considered the inclusion of  Google AdSense to be a legi t imate
commercial  act iv i ty by any websi te owner.

Vir tuoso Legal  also successful ly argued that Argos US benef i ted f rom
defences including the “Own Name” defence and a defence by way of
Argos UK’s consent ing to i ts agents s igning up to the Google AdSense
programme on i ts behal f .

“Argos”, Supreme Court Trade
Mark Infringement Defence
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Argos UK also argued that Argos US had, through i ts act ions,
commit ted the tort  of  “passing of f ” ,  re ly ing upon the famous “One in a
Mi l l ion” case, i .e.  that  the registrat ion of  the argos.com domain name
and subsequent inclusion of  the Google AdSense programme amounted
to a misrepresentat ion that would resul t  in customers being confused
as to who was behind the argos.com domain name. Ul t imately,  the
judge rejected Argos UK’s c la ims in th is respect because there was not
at  any mater ia l  t ime any misrepresentat ion by Argos US.

Deputy Judge Spearman acknowledged that th is was a special  case as
the “ef fect  of  a foreign trader ’s use of  Google advert is ing for purposes
of the assessment of  target ing” had not been determined and the
issues i t  ra ised were “ important and potent ia l ly  far-reaching”.

Argos UK fai led in al l  of  their  c la ims at  the High Court .  A fu l l  copy of
the judgment is here.  However,  that  did not stop them. Argos UK went
on to appeal  the decis ion to the Court  of  Appeal  (see decis ion here)
and Supreme Court ,  but  fa i led in both at tempts to overturn the
decis ion.

AN INEFFECTIVE & EXPENSIVE “STICK”
During the course of  the proceedings, which took around 3 years,
Argos UK fai led in numerous inter im appl icat ions,  resul t ing in
payments of  Argos US’s legal  costs of  around £40,000. 

Argos UK then lost  at  t r ia l ,  meaning Argos UK were required to pay
Argos US over £300,000 in legal  costs.  Argos UK’s fur ther losses in
the Court  of  Appeal  and Supreme Court  meant that  they had to pay
Argos US over £100,000 in fur ther legal  costs.  This totals around
£440,000, but does not include the legal  costs Argos UK also paid their
own lawyers,  which was l ikely to be in excess of  £1mi l l ion.  An awful  lot
of  money was spent by Argos UK, which fai led to resul t  in the t ransfer
of  the argos.com domain name.
 

“Argos”, Supreme Court Trade
Mark Infringement Defence
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"During the course of the proceedings, we
successfully defeated Argos UK at two interim
applications in relation to their disclosure, obtaining
substantial costs awards in our client’s favour. We
then went on to defeat Argos UK at trial, with a
further substantial costs award in our client’s favour.
In total, Argos UK had paid well in excess of
£330,000 in costs to our client. Despite this, Argos
UK sought to challenge the (in my view) the very
reasoned decision of the trial judge and, thankfully,
the Court of Appeal has now dismissed that appeal
and we expect that Argos UK will be ordered to pay
our client’s costs of the appeal. Overall, it is most
unfortunate that Argos UK has pursued our client in
this way in relation to adverts which were removed by
our client many years ago. However, our client, who is
a US company, must be given a great deal of credit
for placing their faith in the justice of the UK courts.”

Kirsten Toft - Vice Principal of Virtuoso Legal



“The result Virtuoso Legal secured
confirms that my company was
merely conducting its business
legitimately. As a relatively small
company based in the US, being
dragged into the High Court in
London by Argos UK was obviously
very chilling, but the team at
Virtuoso Legal guided us through
the procedure throughout and during
trial in London. We are very pleased
with the result and look forward to
focusing upon our business in the
years to come.”

- Pekka Moilanen, President,
Argos Systems Inc.



Freshasia Foods Ltd v Jing Lu

Defending Ex-employee
Against Restrictive
Covenants and Breach
of Confidence



An ex-employee of  a wor ld food company lef t  the company seeking to
work for  a compet i tor .  Fol lowing this,  the pr ior  employer br ings an
inter im in junct ion on the basis of  a breach of  contract  and restr ict ive
covenants.  Vir tuoso Legal  assisted Mr.  J ing Lu in defending the inter im
injunct ion,  subsequent ly winning the case in the High Court .

Freshasia Foods Ltd v Jing Lu.

For any employer,  your employees are your greatest assets,  but
they can often be the greatest threat to your business, especial ly
when they leave for a competitor.  For an employee, start ing a new
job is an excit ing t ime of your l i fe,  but not i f  your former employer
seeks to prevent you from doing so. In this case, we defended an
employee from an injunction brought against them by a former
employer.

In 2019, Virtuoso Legal successfully defended Jing Lu against his
former employer,  FreshAsia Foods, who were one of the leading
suppliers of Chinese Dumplings in the UK, in their attempt to
prevent Jing from working for a competitor,  Kung Fu, solicit ing
customers and using their confidential  information.

The case started just before Christmas with an urgent application
by FreshAsia to obtain an interim injunction to prevent Jing from
working at Kung Fu. However,  this was successfully defended by
Virtuoso Legal.  This meant that Jing could continue to work
pending the ful l  tr ial  of the matter,  which was quite l i teral ly a
l i fesaving result .

Defending Ex-employee Against
Restrictive Covenants and Breach
of Confidence
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NON-COMPETE
FreshAsia rel ied upon a,  rather broad, restr ict ive covenant ( i .e non-
complete c lauses) in J ing’s employment contract ,  which purported to
prevent J ing f rom working for a compet i tor ,  in the f i rst  instance for a
per iod of  10 years,  then lat ter ly for  a one-year per iod.  I t  is  v i ta l  for  any
employer to ensure that their  contracts are not draf ted so broad as to
be inef fect ive,  as they were ul t imately held in th is case. Employers are
only able to protect  their  “ legi t imate interests”  in such clauses and you
need special ist  legal  advice to ensure you go no further,  or  r isk the
whole c lause becoming inval id and unenforceable.
 
NON-SOLICITATION
Almost al l  employers’  employment contracts wi l l  impose non-
sol ic i tat ion c lauses upon their  employees. This means that,  when the
employee departs,  they wi l l  not  be able to contact  the employers
customers for  a per iod of  t ime.

In the present case, the contract  d ist inguished between “non-senior
employees and “senior employees, which resul ted in di f fer ing non-
contact  per iods.  However,  FreshAsia fa i led to inform Jing whether he
was a senior or non-senior employee, so i t  was unclear which appl ied
to him. In addi t ion,  at  t r ia l  i t  was found that J ing had not been in
contact  wi th FreshAsia’s customers for  many years,  so they had no
legi t imate interest  to protect .  As such, on the facts,  FreshAsia could
not enforce this c lause against  J ing and he was free ( i f  he so wished)
to contact  FreshAsia’s customers in his new employment.

Defending Ex-employee Against
Restrictive Covenants and Breach
of Confidence
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CONFIDENTIAL INFORMATION
In the last  decade, more and more employees work f rom home and
often from their  own devices.  Whi le the employer benef i ts f rom higher
staf f  retent ion and product iv i ty rates as a resul t  of  f lexible working
pol ic ies,  i t  is  a lso a headache when the employee chooses to leave his
or her employment.  Often a great deal  of  e lectronic company
conf ident ia l  informat ion can be retained post-employment.

In the present case, J ing had worked on his own Mac laptop dur ing his
employment,  due to the increased funct ional i ty when compared with
company computers,  but  he had ( l ike many others) not c lear ly
di f ferent iated between his company work and his own personal
documents,  which made i t  a labor ious process to s i f t  through and
separate the documents for  delet ion post-departure.  

Indeed, dur ing the proceedings, J ing of fered up his laptop to FreshAsia
to check, but they decl ined due to the cost,  making i t  impossible for
them to al lege that he had retained or misused further documents.

I f  you are an employer,  i t  would be best to ensure that your employees
have al l  the necessary computers to work on and avoid al lowing
employees to work f rom their  personal  computers as much as possible.
You wi l l  a lso need a c lear pol icy relevant to the s i tuat ions in which the
employees can use their  own personal  computers and what wi l l  happen
upon the employees’  departure.  Should that  be the case, as an
employer you should t ry your best to ensure that no company
informat ion was lef t  on your ex-employee’s personal  computer.  

This wi l l  l ikely mean that you wi l l  have to hire a forensics special ist  to
examine and search for the company’s documents.

Defending Ex-employee Against
Restrictive Covenants and Breach
of Confidence
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INDEMNITY COSTS
Since Vir tuoso Legal  had successful ly defended Jing against  the
claims made by FreshAsia and highl ighted FreshAsia’s poor behaviour
in br inging the proceedings (reject ing a reasonable of fer  f rom Jing to
sett le and cont inuing the proceedings to t r ia l  when they ought to have
known they would have been defeated) the team successful ly argued
that FreshAsia ought to reimburse Jing’s costs on the “ indemnity”
rather than standard basis.  The indemnity basis means that,  usual ly,
the receiv ing party receives a more favourable percentage of  h is total
costs.  As a resul t ,  J ing received over £140,000 from FreshAsia.

CONCLUSION
I t  is  important for  employees to careful ly read and retain their
employment contracts and any employee handbooks issued by the
employer.  In part icular,  terms such as non-compete c lauses might
typical ly be included in both the contract  and the handbook. On the
other hand, employers should ensure that such a c lause is proper ly
constructed and is c lear enough to be enforced and, ideal ly,  should be
tai lored to each employee.

When i t  comes to the inter im in junct ions,  the court  wi l l  consider the
pract ical  real i t ies of  the case. There are cases, especial ly when i t
comes to non-compete c lauses where the in junct ion would have a
part icular ly severe impact upon the person – and these in junct ions wi l l
be granted only where the court  is  reasonably sat isf ied that the c laim
wi l l  succeed.

The employer wi l l  need to show that i t  has some protectable interest  in
order to make the non-compete c lause enforceable.  For example,  such
protectable interests could be contact ing and conduct ing business with
cl ients that  existed pr ior  to the employee’s departure.  The court  wi l l
analyse whether the scope of  prohibi ted act iv i t ies wi l l  be greater than
necessary to protect  the employer ’s interest .  Stopping someone from
earning a l iv ing wi l l  general ly be frowned upon by the courts.

Defending Ex-employee Against
Restrictive Covenants and Breach
of Confidence
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“The team at Virtuoso Legal are delighted at the
result in favour of Jing. It has been a pleasure to
work with him over the last 6 months, albeit at a
particularly stressful time for him. In my view,
this case illustrates that a former employee, in
the same position as Jing, can successfully
defend a case against a large company if they
have the right legal team defending them. When
this case first arrived, I was deeply
professionally troubled about the injustice of
Jing being required to defend complex and
expensive High Court proceedings, especially on
a case which had very limited merits. I decided to
do everything in my power to enable justice for
Jing."

Elizabeth Ward 
- Founder and Principal Solicitor of Virtuoso Legal



"Thanks very much to Virtuoso Legal for bringing me
justice. This success is only kept me my job, but also
my family. I spent everything I have in defending this
case and finally received peace of mind. The legal
team leader Liz is the best legal specialist and most
honourable nice person. I am very lucky to meet Liz. It
is no doubt her team is the best I can find and they
also have lots of winning experience. No only
professional, Elizabeth kindly care about my family
and effects rather than making the money on the case.
Without their help, I do not know how to survive this
case. For people like me, please take extra care on
your contract. You may have different version of
contracts. Employers may hide their tricky terms
inside. If you suffer the situation as me, please find a
solicitor. And this solicitor is the expert you can find
in this area. If they can help me, I believe they can
absolutely help you. Never give up your legal right
and never be afraid of big companies. Eventually, the
justice has been done. I can say no more to thank this
country, the law and especially this legal team."

- Mr. Jing Lu
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